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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the 
United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language . 

2. Claims 6 and 9 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Green* 

The claimed invention reads on Green as follows: 
Regarding claim 6, Green discloses a communications terminal 
(mobile station) (fig- 2), comprising: a part (antenna/ 
transceiver) for receiving messages (fig. 2 numbers 16 and 18), 
a part ^ (antenna/transceiver) for transmitting messages (fig. 2 
numbers 16 and 18), and parts (fig. 2 number 35) for interacting 
with a subscriber identity module (fig. 2 number 34) which can 
be exchanged by a user (col. 4 lines 25-27), the subscriber 
identity module having functions for compressing messages to be 
transmitted and for decompressing received messages (col. 2 
lines 21-40 and col. 5 lines 40-58). 
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Regarding claim 9, Green discloses a method (fig. 10 and 
fig. 11) for decompressing a received message in communications 
terminal (col. 2 lines 21-40 and col. 7 lines 1-41), the method 
comprising the steps of: detecting, with a device (SIM Processor 
for converting received data) of the communications terminal 
(col. 2 lines 19-34 and col. 7 lines 11-27), via a feature of 
the received message (col. 2 lines 19-34 and col. 7 lines 11- 
27), that the message is a compressed message (col, 2 lines 19- 
34 and col. 7 lines 11-27), and passing on the message, via a 
device of the terminal, to the subscriber identity module for 
decompression (col, 2 lines 19-48, col. 5 lines 40-58 and col. 7 
lines 11-27) . 



Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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4. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Green in view of Messiet. 

Regarding claim 7, Green discloses a communications 
terminal as discussed supra in claim 6 above. Green differs 
from claim 7 of the present invention in that it does not 
disclose two different subscriber identity modules which can 
permit two different methods for at least one of compressing and 
decompressing messages to be carried out in conjunction with the 
same communication terminal* However, Green discloses one SIM 
card for compressing and decompressing messages to be carried 
out in conjunction with the same communication terminal (fig- 2 
number 34 and col. 2 lines 20-40) , Messiet teaches a mobile 
station (fig. 1 number 5) with two different SIM cards (fig. 1 
number SIM 1 and SIM 2) . Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention 
was made to modify Green mobile station with two different 
subscriber identity modules which can permit two different 
methods for at least one of compressing and decompressing 
messages to be carried out in conjunction with the same 
communication terminal in order for the mobile station to store 
more compress data and decompress data when receiving and 
transmitting information to and from the SIM card, as taught by 
Messiet . 
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Regarding 'claim 8, Green discloses wherein the functions 
for compressing and decompressing are carried out by one of 
devices (processor) (fig- 2 number 36 and col. 2 lines 20-40) 
and software objects (fig. 2 numbers 36 and 38) which are 
assigned to the subscriber identity module (fig. 1 number 34) 
and not to the communications terminal (fig. 2) . 



5. Claim 10 is rejected under 35 U.S.C. 103(a) as being 

unpatentable over Green in view of Novis et al.. 

Regarding claim 10, Green discloses a method (fig. 10 and 
fig. 11) for compressing a message in a communications terminal 
(col. 2 lines 21-40 and col. 7 lines 1-41), the method 
comprising the steps of: passing on a message to the subscriber 
identity module for compression (col. 2 lines 19-34 and col. 7 
lines 11-27) ; compressing the message, via the subscriber 
identity module col. 2 lines 19-34 and col. 7 lines 11-27), 
using functions which are assigned to the subscriber identity 
(col. 2 lines 19-34 and col. 7 lines 11-27). Green differs from 
claim 10 of the present invention in that it does not explicit 
disclose sending the message back to the communications terminal 
for transmission after compression. Novis et al. teaches a 
portable electronic device for transmiting information to and 
from a smart card for transmission (col. 4 lines 27-33). 
Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify Green 
with sending the message back to the communications terminal for 
transmission after compression in order to send a service 
provider software information stored within the SIM card of the 
mobile telephone in case of update software is needed, as taught 
by Novis et al . . 
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Conclusion 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Keith T, 
Ferguson whose telephone number is (703) 305-4888. The examiner 
can normally be reached on 6:30am-5:00 pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, William Trost can be 
reached on (703) 308-5318. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



Keith Ferguson 
Art Unit 2683 
August 18, 2004 




